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DETAILED ACTION 

Response to Amendment 

1 . In the amendment filed 08/1 7/201 0, the following has occurred: Claims 1 ,1 7, 20 
and 25 are amended. Claims 27 and 28 are added. Claims 1-28 are pending and 
are presented for examination. 

Information Disclosure Statement 

2. The information disclosure statement dated 1 2/26/2007 and 05/04/2009 have 
been considered. 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, 
manufacture, or composition of matter, or any new and useful improvement 
thereof, may obtain a patent therefor, subject to the conditions and requirements 
of this title. 

Claims 1-26 are rejected under 35 U.S.C. §101 because the claimed 
invention is directed to non-statutory subject matter. 

Claims 1-26 are rejected under 35 U.S.C. §101 . Based on Supreme Court 
precedent {Diamond v. Diehr, 450 U.S. 175, 184 (1981); Parker v. Flook, 437 



Application/Control Number: 10/690,474 Page 3 

Art Unit: 3694 

U.S. 584, 588 n.9 (1978); Gottschalk v. Benson, 409 U.S. 63, 70 (1972); 
Cochrane v. Deener, 94 U.S. 780, 787-88 (1876)); In re Biliski, 88 USPQ2d 1385 
Federal Circuit decisions, §101 process must (1) be tied to a particular machine 
or (2) transform underlying subject matter (such as an article or materials) to a 
different state or thing (also referred to as the "machine-or-transformation test"). 
Also see USPTO Memoranda, "Guidance for Examining Process Claims in view 
of In re Biliski," January 7, 2009 and "New Interim Patent Subject Matter Eligibility 
Examination Instructions," August 24, 2009. Both memoranda may be located on 
the USPTO website at http://www.uspto.gov/web/patents/memoranda.htm. 
with technological advances. Gottschalk v. Benson, 409 U.S. 63, 71 (1972)). 

Additionally, there are two corollaries to the machine-or transformation 
test. First, a mere field-of-use limitation is generally insufficient to render an 
otherwise ineligible method claim patentable. This means that the machine or 
transformation must impose meaningful limits on the method claim's scope to 
pass the test. Second, insignificant extra-solution activity will not transform an 
unpatentable principle into a patentable process. This means reciting a specific 
machine or particular transformation of a specific article in an insignificant step, 
such as data gathering or outputting, is not sufficient to pass the test. If neither of 
these requirements is met by the claim, the method is not a patent eligible 
process under 335 U.S.C. 101 and is non-statutory subject matter. 
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Nominal recitations of structure in an otherwise ineligible method fail to make the 
method a statutory process. The use of a specific machine or transformation of 
an article must impose meaningful limits on the claim's scope to impart patent- 
eligibility. See Benson, 409 U.S. at 71-72. Further, the involvement of the 
machine or transformation in the claimed process must not merely be 
insignificant extra-solution activity. See Flook, U.S. at 590. Incidental physical 
limitations, such as data gathering, field of use limitations, and extra-solution 
activity is not enough to convert an abstract idea into a statutory process (In re 
Biliski, 88 USPQ2d 1385, 1385 (Fed Cir.2008)). In other words, nominal or token 
recitations of structure in a method claim do not convert an otherwise ineligible 
claim into an eligible one. It is further noted that the mere recitation of a machine 
in the preamble in a manner such that the machine fails to patentably limit the 
scope of the claim does not make the claim statutory under 35 USC 101, as seen 
in the Board of Patent Appeals Informative Opinion Ex Parte Langemyr eat al. 
(Appeal 2008-1495) 

In this particular case, regarding the first test, in performing the steps 
of the claimed subject matter, there is no requirement that a machine be used, 
thus the claims are not considered sufficiently tied to a particular machine. 

Regarding the second test, since the claimed subject matter may be performed 
using only human intelligence, the steps do not sufficiently transform the 
underlying subject matter to be statutory. Thus, to qualify as a 101 statutory 
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method, the claim should positively recite a particular machine to which it is tied 
and sufficiently transform the underlying subject matter. Claims 1 , 17 ,20 and 25 
does not include an apparatus to perform the method that is supported by the 
disclosure. Appropriate correction is required 



Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 

5. Claims 1-19, 27 and 28 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Bridgeman J L et al (US Patent 6634946) and in view of 
Weingardt Get al (US.Patent 5275400). 



6. 



As regards claims 1 ,27 and 28 Bridgeman J L discloses a method of playing a 
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pari-mutuel wagering game, comprising: 

• identifying a plurality of potential outcomes for an event; column 7 lines 39-42 

• recording an amount of each game participant's wager and the specified odds 
level accepted for each wager; [Fig 1] 

• identifying at least one of the plurality of potential outcomes as a winning 
outcome for the event; [column 7 lines 39-42] 

• identifying all game participants of the plurality of game participants that placed 
a wager on the winning outcome as winning game participants; and [column 43 
lines 50-52] 

• distributing, from the pari-mutuel wagering pool, an appropriate payout to each 
winning game participant^ column 43 lines 50-52] 

Bridgeman J L does not disclose 

• affording a plurality of game participants an opportunity to place a wager on one 
or more of the plurality of potential outcomes and to specify an odds level of a 
plurality of progressive odds levels at which the wager is accepted; 

• forming a pari-mutuel wagering pool having funds comprised of all wagers 
placed; 

Weingardt G discloses 

• affording a plurality of game participants an opportunity to place a wager on one 
or more of the plurality of potential outcomes and to specify an odds level of a 
plurality of progressive odds levels at which the wager is accepted; [Fig 5 ] 

• forming a pari-mutuel wagering pool having funds comprised of all wagers 
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placed; [column 4 lines 33-44] 

It would have been obvious for a person of ordinary skill in the art at the time of 
the invention was made to use Weingardt G in the device of Bridgeman J L. The 
motivation would have been to develop a fund source to meet the payouts 
requirements. 

7. As regards claim 2, Bridgeman J L does not disclose wherein distributing an 
appropriate payout to each winning game participant comprises returning to each 
winning game participant the amount of that game participant's wager. Weingardt 
G discloses distributing an appropriate payout to each winning game participant 
comprises returning to each winning game participant the amount of that game 
participant's wager, [column 2 lines 5-10] 

It would have been obvious for a person of ordinary skill in the art at the time of 
the invention was made to use Weingardt G in the device of Bridgeman J L. The 
motivation would have been to meet minimum requirements of player 
participants. 

8. As regards claim 3, Bridgeman J L does not disclose further comprising 
determining whether the funds in the pari-mutuel wagering pool are sufficient to 
return to each winning game participant the amount of that game participant's 
wager and to pay odds on each winning game participant's wager at the specified 
odds level accepted for each wager. 
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Weingardt G discloses whether the funds in the pari-mutuel wagering pool are 
sufficient to return to each winning game participant the amount of that game 
participant's wager and to pay odds on each winning game participant's wager at 
the specified odds level accepted for each wager, [column 2 lines 24-30; column 
8 lines 55-60] 

It would have been obvious for a person of ordinary skill in the art at the time of 
the invention was made to use Weingardt G in the device of Bridgeman J L. The 
motivation would have been to determine whether it would be profitable to 
proceed with the game. 



9. As regards claim 4, Bridgeman J L does not disclose wherein if it is determined 
that the funds in the pari-mutuel wagering pool are sufficient, distributing an 
appropriate payout to each winning game participant comprises returning to each 
winning game participant the amount of that game participant's wager and paying 
odds on each winning game participant's wager at the specified odds level 
accepted for that wager. 

Weingardt G discloses wherein if it is determined that the funds in the pari-mutuel 
wagering pool are sufficient, distributing an appropriate payout to each winning 
game participant comprises returning to each winning game participant the 
amount of that game participant's wager and paying odds on each winning game 
participant's wager at the specified odds level accepted for that wager, [column 7 
lines 36-49] 
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It would have been obvious for a person of ordinary skill in the art at the time of 
the invention was made to use Weingardt G in the device of Bridgeman J L. The 
motivation would have been to determine whether it would be profitable to 
proceed with the game. 



1 0. As regards claim 5, Bridgeman J L does not disclose wherein if it is determined 
that the funds in the pari-mutuel wagering pool are not sufficient, the method 
further comprises determining the cumulative amounts necessary to pay odds on 
each wager placed by a winning game participant at each odds level of the 
plurality of progressive odds levels and to pay odds on each wager placed by a 
winning game participant at an odds levels below each odds level of the plurality 
of progressive odds levels. 

Weingardt G discloses, wherein if it is determined that the funds in the pari- 
mutuel wagering pool are not sufficient, the method further comprises 
determining the cumulative amounts necessary to pay odds on each wager 
placed by a winning game participant at each odds level of the plurality of 
progressive odds levels and to pay odds on each wager placed by a winning 
game participant at an odds levels below each odds level of the plurality of 
progressive odds levels. [column14 lines 13-18 

It would have been obvious for a person of ordinary skill in the art at the time of 
the invention was made to use Weingardt G in the device of Bridgeman J L. The 
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motivation would have been to adjust the potential payouts before the game 
begins. 

11. As regards claim 6, Bridgeman J L discloses further comprising determining a 
max odds payout at a particular odds level at which the funds in the pari-mutuel 
wagering pool are sufficient to pay odds on all wagers placed by the winning 
game participants at the particular odds level and to pay odds on all wagers 
placed by the winning game participants at odds levels of the plurality of 
progressive odds levels that are below the particular odds level, [column 54 lines 
32-37] 

12. As regards claim 7, Bridgeman J L discloses wherein distributing an appropriate 
payout to each winning game participant comprises returning to each winning 
game participant the amount of that game participant's wager and paying odds 
on each wager placed by a winning game participant at the max odds payout or 
at an odds level of the plurality of progressive odds levels that is below the max 
odds payout, [column 12 lines 18-26] 

1 3. As regards claim 8, Bridgeman J L does not disclose further comprising 
determining whether there is surplus of the funds in the pari-mutuel wagering 
pool subsequent to returning to each winning game participant the amount of that 
game participant's wager and paying odds on each winning game participant's 
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wager at the specified odds level accepted for that wager. 
Weingardt G discloses further comprising determining 
whether there is surplus of the funds in the pari-mutuel wagering pool 
subsequent to returning to each winning game participant the amount of that 
game participant's wager and paying odds on each winning game participant's 
wager at the specified odds level accepted for that wager.[column 5 lines 34-48] 
It would have been obvious for a person of ordinary skill in the art at the time of 
the invention was made to use Weingardt G in the device of Bridgeman J L. The 
motivation would have been to make sure that the operating costs are covered. 

14. As regards claim 9, Bridgeman J L does not disclose wherein if there is a surplus 
of the funds in the pari-mutuel wagering pool, distributing an appropriate payout 
to each winning game participant further comprises distributing a share of the 
surplus of the funds to all the winning game participants, which share is 
proportional to each winning game participant's wager. 

Weingardt G discloses wherein if there a surplus of the funds in the pari-mutuel is 
wagering pool, distributing an appropriate payout to each winning game 
participant further comprises distributing a share of the surplus of the funds to all 
the winning game participants, which share is proportional to each winning game 
participant's wager.[column 3 lines 48-67] 

It would have been obvious for a person of ordinary skill in the art at the time of 
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the invention was made to use Weingardt G in the device of Bridgeman J L. The 
motivation would have been to cover the operating costs. 

1 5. As regards claim 1 0, Bridgeman J L discloses further comprising determining 
whether there is surplus of the funds in the pari-mutuel wagering pool 
subsequent to returning to each winning game participant the amount of that 
game participant's wager and paying odds on each wager placed by a winning 
game participant at the max odds payout or at an odds level below the max odds 
payout, [column 12 lines 18-26] 

16. As regards claim 1 1 , Bridgeman J L does not disclose wherein if there is a 
surplus of the funds in the pari-mutuel wagering pool, distributing an appropriate 
payout to each winning game participant further comprises distributing a share of 
the surplus of the funds to at least a subset of the winning game participants, 
which share is proportional to each winning game participant' s wager. 
Weingardt G discloses wherein if there a surplus of the funds in the pari-mutuel is 
wagering pool, distributing an appropriate payout to each winning game 
participant further comprises distributing a share of the surplus of the funds to at 
least a subset of the winning game participants, which share is proportional to 
each winning game participant's wager, [column 3 lines 48-67] 

It would have been obvious for a person of ordinary skill in the art at the time of 
the invention was made to use Weingardt G in the device of Bridgeman J L. The 
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motivation would have been to provide equitable distribution to the winner's base 
on extent of risk taken. 

1 7. As regards claim 1 2, Bridgeman J L discloses wherein distributing a share of the 
surplus of the funds to at least a subset of tile winning game participants 
comprises distributing a share of the surplus to all the winning game participants, 
[column 46 lines 18-20] 

18. As regards claim 1 3, Bridgeman J L discloses wherein distributing a share of the 
surplus of the funds to at least a subset of the winning game participants 
comprises distributing a share of the surplus to all the winning game participants 
that placed a wager at the max odds payout, [column 46 lines 18-20] 

19. As regards claim 14, Bridgeman J L does not disclose wherein distributing a 
share of the surplus of funds to at least a subset of the winning game participants 
comprises distributing a share of the surplus to all winning game participants that 
placed a wager at the max odds payout or at an odds level of the plurality of 
progressive odds levels that is below the max odds payout. 

Weingardt G discloses wherein distributing a share of the surplus of funds to at 
least a subset of the winning game participants comprises distributing a share of 
the surplus to all winning game participants that placed a wager at the max odds 
payout or at an odds level of the plurality of progressive odds levels that is below 
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the max odds payout, [column 14 lines 13-18] 

It would have been obvious for a person of ordinary skill in the art at the time of 
the invention was made to use Weingardt G in the device of Bridgeman J L. The 
motivation would have been to encourage participation in the game. 

20. As regards claim 1 5, Bridgeman J L does not disclose further comprising 
subtracting a takeout share from the pari-mutuel wagering pool prior to 
distributing an appropriate payout to each winning game participant. 
Weingardt G discloses further comprising subtracting a takeout share from the 
pari-mutuel wagering pool prior to distributing an appropriate payout to each 
winning game participant^ column 3 lines 48 -67] 

It would have been obvious for a person of ordinary skill in the art at the time of 
the invention was made to use Weingardt G in the device of Bridgeman J L. The 
motivation would have been to cover the operating costs. 

21 . As regards claim 1 6, Bridgeman J L does not disclose further comprising 
subtracting a takeout share from the pari-mutuel wagering pool prior to 
distributing an appropriate payout to each winning game participant. Weingardt G 
discloses further comprising subtracting a takeout share from the pari-mutuel 
wagering pool prior to distributing an appropriate payout to each winning game 
participant., [column 3 lines 48 -67] 

It would have been obvious for a person of ordinary skill in the art at the time of 
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the invention was made to use Weingardt G in the device of Bridgeman J L. The 
motivation would have been to cover the operating costs. 

22. As regards claim 17, Bridgeman J L discloses receiving an appropriate payout, 
[column 43 lines 50-52] 

Bridgeman J L does not disclose a method of playing a pari-mutuel wagering 
game, comprising: placing a wager on at least one outcome of a plurality of 
potential outcomes for an event, the wager being placed in a pari-mutuel 
wagering pool; specifying, at the time the wager is placed, odds at which the 
wager is accepted; and if the at least one outcome is a winning outcome, 
Weingardt G discloses A method of playing a pari-mutuel wagering game, 
comprising: placing a wager on at least one outcome of a plurality of potential 
outcomes for an event, the wager being placed in a pari-mutuel wagering pool; 
specifying, at the time the wager is placed, odds at which the wager is accepted; 
and if the at least one outcome is a winning outcome, [Fig 5] 
It would have been obvious for a person of ordinary skill in the art at the time of 
the invention was made to use Weingardt G in the device of Bridgeman J L. The 
motivation would have been to provide different levels of participation and 
appropriate payouts. 
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23. As regards claim 18, Bridgeman J L does not disclose wherein receiving an 
appropriate payout comprises: receiving a return of the wager; and if the pari- 
mutuel wagering pool contains sufficient funds, receiving odds on the wager at 
the odds at which the wager was accepted. 

Weingardt G discloses wherein receiving an appropriate payout comprises: 
receiving a return of the wager; and if the pari-mutuel wagering pool contains 
sufficient funds, receiving odds on the wager at the odds at which the wager was 
accepted, [column 2 lines 24 -30 and column 8 lines 55-60] 
It would have been obvious for a person of ordinary skill in the art at the time of 
the invention was made to use Weingardt G in the device of Bridgeman J L. The 
motivation would have been to determine whether it would be profitable to 
proceed with the game. 



24. As regards claim 19, Bridgeman J L does not disclose wherein receiving an 

appropriate payout further comprises receiving a share of a surplus of funds from 
the pari-mutuel wagering pool, which share is proportional to the wager? 
Weingardt G discloses wherein receiving an appropriate payout further 
comprises receiving a share of a surplus of funds from the pari-mutuel wagering 
pool, which share is proportional to the wager, [column 3 lines 48-67] 
It would have been obvious for a person of ordinary skill in the art at the time of 
the invention was made to use Weingardt G in the device of Bridgeman J L. The 
motivation would have been to provide equitable distribution to the winner's base 
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on extent of risk taken. 

25. Claims 20-26 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Speck DP. (US. Patent 7302412) and further in view of Aronson TL et al (US. 
Patent 6695701 ). 

26. As regards claim 20 Speck discloses a method of playing a pari-mutuel wagering 
game, comprising: identifying a plurality of potential outcomes for an event; 

• setting an initial share price for shares corresponding to each of the plurality of 
potential outcomes before making the shares available for purchase; 

[column 10 lines 63-04] 

• affording a plurality of game participants an opportunity to purchase at least one 
share in favor of at least one outcome of the plurality of potential outcomes at the 
initial share price; [column 10 lines 63-04] 

• determining an adjusted share price for shares corresponding to each of the 
plurality of potential 

outcomes; [column 10 lines 63-04] 

• affording the plurality of game participants an opportunity to purchase at least 
one share in favor of at least one outcome of the plurality of potential outcomes 
at the adjusted share price; [column 10 lines 63-04] 

• identifying at least one winning outcome from the plurality of potential outcomes 
for the event; [column 2 lines 12-18] 
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• distributing, from the pari-mutuel wagering pool, an appropriate payout to each 
game participant that purchased at least one share in favor of the at least one 
winning outcome, [column 12 lines 6-10] 

Speck does not disclose forming a pari-mutuel wagering pool comprising funds 
received for each share purchased; 

Aronson TL discloses forming a pari-mutuel wagering pool comprising funds 

received for each share purchased; [column 16 lines 58-05] 

It would have been obvious for a person of ordinary skill in the art at the time of 

the invention was made to use Aronson TL in the device of Speck. The 

motivation would have been to develop a fund source to meet the payouts 

requirements. 

27. As regards claim 21 Speck discloses wherein distributing an appropriate payout 
to each game participant that purchased at least one share in favor of the at least 
one winning outcome comprises distributing to each game participant that 
purchased at least one share in favor of the at least one winning outcome funds 
equivalent to the share price at which each share in favor of the at least one 
winning outcome was purchased, [column 4 lines 34 -39] 

28. As regards claim 22 Speck discloses further comprising: determining a total 
number of shares purchased in favor of the at least one winning outcome; and 
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determining a total value of the funds comprising the pari-mutuel wagering pool, 
[column 4 lines 40 -58] 

29. As regards claim 23 Speck discloses further comprising determining a dividend 
value for each share purchased in favor of the at least one winning outcome by 
dividing the total value of the funds comprising the pari-mutuel wagering pool by 
the total number of shares purchased in favor of the at least one winning 
outcome, [column 4 lines 40 -58] 

30. As regards claim 24 Speck discloses wherein distributing an appropriate payout 
to each game participant that purchased at least one share in favor of the 
winning outcome comprises distributing to each game participant that purchased 
at least one share in favor of the winning outcome, funds equivalent to the share 
price at which each share in favor of the winning outcome was purchased and 
the dividend value for each such share purchased in favor of the winning 
outcome, [column 4 lines 34- 58] 

31 . As regards claim 25 Speck discloses a method of playing a pari-mutuel wagering 
game, comprising: purchasing at least one share in favor of a particular outcome 
of a plurality of potential outcomes for an event at a share price, 

the share price comprising one of an initial share price set prior to making the at 
least one share available for 3urchase and an adjusted share price set after the 
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initial share price is set, 

and if the particular outcome in favor of which the at least one share was 
purchased is a winning outcome, receiving an appropriate payout, [column 10 
lines 63-04; column 12 lines 6-10] 

Speck does not disclose wherein funds for each share purchased being placed in 
a pari-mutuel wagering pool; 

Aronson TL discloses wherein funds for each share purchased being placed in a 
pari- mutuel wagering pool; [column 16 lines 58-05] 

It would have been obvious for a person of ordinary skill in the art at the time of 
the invention was made to use Aronson TL in the device of Speck. The 
motivation would have been to develop a fund source to meet the payouts 
requirements. 



32. As regards claim 26 Speck discloses wherein receiving an appropriate payout 
comprises: receiving funds equivalent to the share price at which each share in 
favor of the winning outcome was purchased; and receiving a dividend for each 
share purchased in favor of the winning outcome. [column 4 lines 40 -58]. 



Response to Arguments 

Applicant's arguments filed 08/17/2010 have been fully considered but they are 
not persuasive. Claims 1-26 are rejected due to lack of hardware or physical 
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transformation. Claims 20 -28 do contain allowable subject matter, but the 35 
USC 101 rejection issues must be resolved before pursuing an allowance. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JOHN A. ANDERSON whose telephone number 
is (571)270-3327. The examiner can normally be reached on Monday through 
Friday 8:00 to 5:00 Pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Trammell can be reached on 571-272-6712. The fax phone 
number for the organization where this application or proceeding is assigned is 
571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 



/John A Anderson/ John A Anderson 

Examiner, Art Unit 3694 Examiner 

Art Unit 3694 



/J. A. A./ 

Examiner, Art Unit 3694 
/Ella Colbert/ 

Primary Examiner, Art Unit 3694 



